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DETAILED ACTION 
Priority 

1. Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in Europe on 01 July 1999. It is noted, however, that applicant has not filed a 
certified copy of the 99112552.7 application as required by 35 U.S.C. 119(b). 

Applicant has submitted an uncertified copy of the QQI12552.7 application. However, a 
certified copy is required. The maximum time limit is that the priority papers must be filed 
before the patent is granted, but the statute gives the Commissioner authority to set this time 
limit at an earlier time during the pendency of the application. If the required papers are not 
filed within the time limit set the right of priority is lost. Please refer to MPEP 201.14, 2 nd 
paragraph. 

2. Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in Europe on 31 May 2000. It is noted, however, that applicant has not filed a 
certified copy of the 01-115Q4.8 application as required by 35 U.S.C. iiQfb). 

Applicant has submitted an uncertified copy of the 01-115Q4.8 application. However, a 
certified copy is required. The maximum time limit is that the priority papers must be filed 
before the patent is granted, but the statute gives the Commissioner authority to set this time 
limit at an earlier time during the pendency of the application. If the required papers are not 
filed within the time limit set the right of priority is lost. Please refer to MPEP 201.14, 2 nd 
paragraph.Also, receipt is acknowledged of papers filed under 35 U.S.C. HQ ( a)-(d) based on an 
application filed in Europe on 31 May 2000. Applicant has not complied with the requirements 
of 37 CFR 1.63(c), since the oath, declaration or application data sheet does not acknowledge the 
filing of this foreign application. A new oath, declaration or application data sheet is required in 
the body of which this foreign application should be identified bv application number and filing 
date. 
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Specification 

3. The amendment filed on 14 August 2003 is objected to under 35 U.S.C. 132 because it 
introduces new matter into the disclosure, 35 U.S.C. 132 states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: 

"and fiii) European Patent Application No. 01-1150,4.8, filed 31 May 2000" fPaper No. 8, 

p- 2\ 

Applicant is required to cancel the new matter in the reply to this Office Action. 

4. Examiner appreciates Applicant's compliance with the objections raised in the previous 
Office Action. Additionally, t he disclosure is still objected to because of the following 
informalities: 

There appears to be minor typographical errors: 

missing end parentheses on page 20 in the 1 st line of the paragraph starting, "The 
transmitting transponders...": and 

missing end parentheses on page 20 in the 1 st line of the paragraph starting, "Each 
transmitting transponder..." . 

There appears to be discrepancies with the drawings: 

reference characters "6-13" on page 24, line 2, do not correspond to transponders; and 
an inaccurate table on page 24. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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6. Claim 14 is rejected under 35 U.S.C. 112, first paragraph, because the specification, 
while being enabling for "a first receiving transponder optically coupled to the second optical 
carrier," f Paper No. 8, page 2, middle of replacement paragraph for page 12 of application) does 
not reasonably provide enablement for "a first receiving transponder optically coupled to the 
first optical carrier" (lines 7-8). Also, while being enabling for "a second receiving transponder 
optically coupled to the second optical carrier," (Paper No. 8, page 2, middle of replacement 
paragraph for page 12 of application) does not reasonably provide enablement for "a second 
receiving transponder optically coupled to the first optical carrier" (8-9). Also, while being 
enabling for "a third receiving transponder optically coupled to the first optical carrier," (Paper 
No. 8, page 2, middle of replacement paragraph for page 12 of application) the specification does 
not reasonably provide enablement for "a third receiving transponder optically coupled to the 
second optical carrier" Qines 10-11). Moreover, while being enabling for connecting "the optical 
transmitter to the first transmitting transponder or to the third transmitting transponder," 
(Paper No. 8, page 2. end of replacement paragraph for page 12 of application) the specification 
does not reasonably provide enablement for connecting "the optical transmitter to the first 
transmitting transponder and to the third transmitting transponder" (lines 13-14)- Moreover , 
while being enabling for connecting "the third receiving transponder to the optical receiver or to 
the second transmitting transponder," (Paper No. 8, page 2, end of replacement paragraph for 
pa ge 12 of application) the specification does not reasonably provide enablement for connecting 
"the third receiving transponder to the optical receiver and to the second transmitting 
transponder" Qines 15-16). Finally, the specification enables the connections in lines 13-17 of 
claim 14 under various normal and failure conditions (application, pages 2.3-24) but does not 
provide enablement for all the connections disclosed "under the normal condition" (line 13). 
The specification does not enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to use the invention commensurate in scope with these claims. 
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The drawings display a first receiving transponder optically coupled to the second optical 
carrier. Accordingly, it is indefinite why one would couple the first receiving transponder to the 
first optical carrier. In lines 7-8, it seems that "first optical" is used where "second optical" may 
be intended. 

The drawings display a second receiving transponder optically coupled to the second 
optical carrier. Accordingly, it is indefinite why one would couple the second receiving 
transponder to the first optical carrier. In line 9, it seems that "first" is used where "second" 
may be intended. 

The drawings display a third receiving transponder optically coupled to the first optical 
carrier. Accordingly, it is indefinite why one would couple the third receiving transponder to the 
second optical carrier. In line 11, it seems that "second optical" is used where "first optical" may 
be intended. 

The drawings display connecting an optical transmitter to the first transmitting 
transponder or to the third transmitting transponder. Accordingly, it is indefinite how one 
would connect an optical transmitter to the first transmitting transponder and to the third 
transmitting transponder. Additionally, the drawings display connecting the third receiving 
transponder to the optical receiver or to the second transmitting transponder. Accordingly, it is 
indefinite how one would connect the third receiving transponder to the optical receiver and to 
the second transmitting transponder. In lines 13 and 16, it seems that "and" is used where "or" 
may be intended. 

7. Claim 15 is rejected under 35 U.S.C. 112, first paragraph, because the specification, 
while being enabling for connecting "the first receiving transponder to the third transmitting 
transponder or to the other receiver," (Paper No. 8, page 3. end of replacement paragraph for 
page 13 of application) the specification does not reasonably provide enablement for connecting 
"the first receiving to the third transmitting transponder and to the other receiver" (lines 11-12). 
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Also, while being enabling for connecting "the other optical transmitter to the second 
transmitting transponder or to the fourth transmitting transponder," fPaper No. 8, page 3, end 
of replacement paragraph for page 13 of application) the specification does not reasonably 
provide enablement for connecting "the other optical transmitter to the second transmitting 
transponder and to the fourth transmitting transponder" Gines 13-14). Finally, the specification 
enables the connections in lines 10-14 of claim 15 under various normal and failure conditions 
(application, pages 23-24) but does not provide enablement for all the connections disclosed 
"during normal condition" (line 10). The specification does not enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to use the invention 
commensurate in scope with these claims. 

The drawings display connecting the first receiving transponder to third transmitting 
transponder or to the other receiver. Accordingly, it is indefinite how one would connect the 
first receiving transponder to the third transmitting transponder and to the other receiver. 
Additionally, the drawings display connecting another optical transmitter to the second 
transmitting transponder or to the fourth transmitting transponder. Accordingly, it is indefinite 
how one would connect another optical transmitter to the second transmitting transponder and 
to the fourth transmitting transponder. In lines 12 and 14, it seems that "and" is used where "or" 
may be intended. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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9. Claims 1-3, 6-7, and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Cadeddu et al. (U.S. Patent No. 5,647,035). 

Regarding claim 1, Cadeddu et al. discloses: 

An autoprotected optical communication system (Figs. 1-2), comprising: 
a first optical carrier (optical fiber 3A in Figs. 1-2) configured to transport optical signals 
in a first direction; 

a second optical carrier (optical fiber 3B in Figs. 1-2) configured to transport optical 
signals in a second direction that is opposite to the first direction (clockwise in fiber 3A and 
counterclockwise in fiber 3B in Figs. 1-2); and 

a plurality of nodes (nodes 2A-2F in Figs. 1-2) connected along the first optical carrier 
and the second optical carrier to form bidirectional links, the plurality of nodes communicating 
in pairs (pairs of nodes in Figs. 1-2), one of the pairs defining a working link (working links 
shown in Fig. 1) associated with a portion of the first optical carrier and a portion of the second 
optical carrier and being configured to exchange optical signals using a first wavelength (Xi in 
Fig. 1) on the first optical carrier (fiber 3A in Fig. 1) and a second wavelength (X2 in Fig. 1) that is 
different from the first wavelength (Xi in Fig. 1) on the second optical carrier (fiber 3B in Fig. 1) 
during a normal condition, the one pair of nodes being configured (Fig. 2) to exchange optical 
signals using the first wavelength (Xi in Fig. 2) on the second optical carrier (fiber 3B in Fig. 2) 
and the second wavelength (X2 in Fig. 2) on the first optical carrier (fiber 3A in Fig. 2) during a 
failure condition. 

Regarding claim 2, Cadeddu et al. discloses: 

The system of claim 1, wherein each of the plurality of nodes selectively uses a 
predetermined subset of wavelengths (X1-X2 in Figures) within a set of transmission 
wavelengths (X1-X2 in Figures), each of the plurality of nodes comprising: 
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a plurality of optical add/drop multiplexers (ADMs 13 in Figs. 3-6) serially connected to 
the first optical carrier and the second optical carrier, respectively, each of the optical add/drop 
multiplexers configured to selectively perform at least one of adding the subset of wavelengths 
to the first optical carrier and to the second optical carrier, dropping the subset of wavelengths 
from the first optical carrier and the second optical carrier, and bypassing remaining 
wavelengths of the set of transmission wavelengths. 

Regarding claim 3, Cadeddu et al. discloses: 

The system of claim 1, wherein each of the plurality of nodes comprises: 

an optical transmitter (transmitters 14B and 15A in Figs. 3-6); 

an optical receiver (receivers 14A and 15B in Figs. 3-6); and 

a reconfigurable optical switch unit (switches 11A-11B and 12A-12B in Figs. 3-6) 
selectively coupling the optical transmitter and the receiver to the first optical carrier and the 
second optical carrier. 

Regarding claim 6, claim 6 is a method claim that corresponds largely to the system 
claim 1. Therefore, the recited means in system claim 1 read on the corresponding steps in 
method claim 6. Claim 6 also includes limitations absent from claim 1. These limitations are: 

an optical ring network; and 

detecting a failed link among the bidirectional links. 

Cadeddu et al. also discloses an optical ring network (Figs. 1-2) and such detecting (col. 
7, lines 63-64). 

Regarding claim 7, Cadeddu et al. discloses: 
The method of claim 6, further comprising: 

using a predetermined subset of wavelengths (A1-X2 in Figures) within a set of 
transmission wavelengths (X1-A2 in Figures) carried by the first optical carrier and the second 
optical carrier, wherein the step of exchanging includes optically separating (demultiplexers 
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10A-10B in Figs. 3-6), at each node of the plurality of nodes, each wavelength of the subset of 
wavelengths from the set of transmission wavelengths. 

Regarding claim 12, claim 12 is a method claim that corresponds to system claim 3. 
Therefore, the recited means in system claim 3 read on the corresponding steps in method claim 
12. 

10. Claims 1-2 and 6-11 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Shiragaki et al. (European Patent Application EP 920153 A2). 
Regarding claim 1, Shiragaki et al. discloses: 

An autoprotected optical communication system (Figures), comprising: 
a first optical carrier (ring 101 in Fig. 8) configured to transport optical signals in a first 
direction; 

a second optical carrier (ring 102 in Fig. 8) configured to transport optical signals in a 
second direction that is opposite to the first direction (clockwise in ring 101 and 
counterclockwise in ring 102 in Fig. 8); and 

a plurality of nodes (nodes A and B in Fig. 8) connected along the first optical carrier and 
the second optical carrier to form bidirectional links, the plurality of nodes communicating in 
pairs (pairs of nodes in Figures), one of the pairs defining a working link (working link in Fig. 
11A) associated with a portion of the first optical carrier and a portion of the second optical 
carrier and being configured to exchange optical signals using a first wavelength (Ai in Fig. 8) on 
the first optical carrier (ring 101 in Fig. 8) and a second wavelength (A3 in Fig. 8) that is different 
from the first wavelength (Ai in Fig. 8) on the second optical carrier (ring 102 in Fig. 8) during a 
normal condition, the one pair of nodes being configured (Fig. 10) to exchange optical signals 
using the first wavelength (Ai in Fig. 10) on the second optical carrier (ring 102 in Fig. 10) and 
the second wavelength (A3 in Fig. 10) on the first optical carrier (ring 101 in Fig. 10) during a 
failure condition. 
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Regarding claim 2, Shiragaki et al. discloses: 

The system of claim 1, wherein each of the plurality of nodes selectively uses a 
predetermined subset of wavelengths (Xi and A3 in Fig. 10) within a set of transmission 
wavelengths (X1-A4 in Fig. 10), each of the plurality of nodes comprising: 

a plurality of optical add/drop multiplexers (Fig. 10) serially connected to the first (ring 
101 in Fig. 10) optical carrier and the second optical carrier (ring 102 in Fig. 10), respectively, 
each of the optical add/drop multiplexers configured to selectively perform at least one of 
adding the subset of wavelengths to the first optical carrier and to the second optical carrier, 
dropping the subset of wavelengths from the first optical carrier and the second optical carrier, 
and bypassing remaining wavelengths (X2 and X4 in Fig. 10) of the set of transmission 
wavelengths. 

Regarding claim 6, claim 6 is a method claim that corresponds largely to the system 
claim 1. Therefore, the recited means in system claim 1 read on the corresponding steps in 
method claim 6. Claim 6 also includes limitations absent from claim 1. These limitations are: 

an optical ring network; and 

detecting a failed link among the bidirectional links. 

Shiragaki et al. also discloses an optical ring network (Figures) and such detecting (col. 
13, line 48 and col. 14, line 4). 

Regarding claim 7, claim 7 is a method claim that corresponds largely to the system 
claim 2. Therefore, the recited means in system claim 2 read on the corresponding steps in 
method claim 7. Claim 7 also includes a limitation absent from claim 2. This limitation is: 

optically separating each wavelength of the respective subset of wavelengths from the set 
of transmission wavelengths. 

Shiragaki et al. also discloses such separating (demultiplexers in Figures). 

Regarding claim 8, Shiragaki et al. discloses: 
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The method according to claim 6, wherein the step of detecting comprises: 
verifying, in each of the plurality of nodes and for each wavelength in the set of 

wavelengths, whether the optical signals are received (col. 7, lines 15-19, verification of signal 

reception is inherently part of monitoring the BER). 

Regarding claim 9, Shiragaki et al. discloses: 

The method according to claim 6, wherein the step of detecting comprises: 
verifying, in each of the plurality of nodes and for each wavelength in the set of 
wavelengths, whether the optical signals are degraded (col. 7, lines 15-19). 
Regarding claim 10, Shiragaki et al. discloses: 

The method according to claim 6, wherein the step of detecting comprises: 
verifying, in each of the plurality of nodes and for each wavelength in the set of 
wavelengths, whether the optical signals include a failure message (col. 7, lines 41-51). 
Regarding claim 11, Shiragaki et al. discloses: 
The method of claim 6, further comprising: 

transmitting a failure message (col. 7, lines 15-51, OAM frame) between the nodes in the 
one pair based upon at least one of non-receipt of the optical signals and receipt of the optical 
signals that are degraded (col. 7> lines 15-51)- 

Claim Rejections - 35 USC §103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 3-4 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shiragaki et al. in view of Cadeddu et al. 
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Regarding claim 3, Shiragaki et al. discloses: 

The system of claim 1, wherein each of the plurality of nodes comprises: 

a reconfigurable optical switch unit (protection switches and path switches in Figures) 
selectively coupling a signal input means (inputs to protection switches for transmitting in 
Figures) and a signal output means (outputs from protection switches for receiving in Figures) 
to the first optical carrier and the second optical carrier. 

Shiragaki et al. does not expressly disclose: 

said signal input means comprising an optical transmitter; and 

said signal output means comprising an optical receiver. 

However, Cadeddu et al. also teaches such input means comprising optical transmitters 
(Cadeddu et al., transmitters 14B and 15A in Figs. 3-6) and such output means comprising 
optical receivers (Cadeddu et al., receivers 14A and 15B in Figs. 3-6). At the time the invention 
was made, it would have been obvious to a person of ordinary skill in the art to have the inputs 
of Shiragaki et al. comprise transmitters and the outputs of Shiragaki et al. comprise receivers, 
as taught in Cadeddu et al. One of ordinary skill in the art would have been motivated to do this 
since transmitters and receivers are inherently necessary to generate and process optical signals 
in the nodes of Shiragaki et al. in view of Cadeddu et al. 

Regarding claim 4, Shiragaki et al. in view of Cadeddu et al. discloses: 
The system of claim 3, wherein each of the plurality of nodes comprises: 
a plurality of information insertion devices (monitor circuits and protection switches in 
Figures) optically coupled to the optical transmitter and configured to insert signalling 
information (col. 6, lines 1-4) into the optical signals; and 

a plurality of information extraction devices (monitor circuits and protection switches in 
Figures) optically coupled to the optical receiver and configured to extract signalling 
information from the optical signals (col. 6, lines 41-53). 
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Regarding claim 12, claim 12 is a method claim that corresponds to system claim 3. 
Therefore, the recited means in system claim 3 read on the corresponding steps in method claim 
12. 

13. Claim 5 and 13-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shiragaki et al. in view of Cadeddu et al. as applied to claim 4 above, and further in view of 
Karasan et al. ("Optical restoration at the wavelength-multiplex-section level in WDM mesh 
networks"). 

Regarding claim 5, Shiragaki et al. in view of Cadeddu et al. discloses: 
The system of claim 4, wherein the plurality of information insertion devices (monitor 
circuits and protection switches in Figures) and the plurality of information extraction devices 
(monitor circuits and protection switches in Figures) optically couple the optical switch unit 
(switches in Figures) to the first optical carrier and the second optical carrier. 
Shiragaki et al. in view of Cadeddu et al. does not expressly disclose: 
said information insertion and extraction devices including optical transponders being 
configured to change wavelengths of the optical signals. 

However, Karasan et al. teaches such transponders (Karasan et al., page 1343, col. 2, last 
paragraph). At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to include the transponders of Karasan et al. in the information insertion 
and extraction devices of Shiragaki et al. in view of Cadeddu et al. One of ordinary skill in the 
art would have been motivated to do this "to arrest accumulating performance-degradations; 
provide the open, nonproprietary interfaces that permit multivendor interworking; and offer a 
means of carrying out the performance-monitoring and fault-localization that are essential in 
deployed networks" (Karasan et al., page 1343, col. 2, last paragraph - page 1344, col. 1, 1 st 
paragraph). 
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Regarding claim 13, claim 13 is a node claim that corresponds largely to the system 
claim 5. Therefore, the recited means in system claim 5 read on the corresponding means in 
node claim 13. Claim 13 also includes limitations absent from claim 5. Shiragaki et al. in view of 
Cadeddu et al., further in view of Karasan et al., also discloses these limitations: 

a plurality of optical switches (protection switches and path switches in Figures) coupled 
to the transmitting transponders and the receiving transponders (Karasan et al., page 1343, col. 
2, last paragraph), one of the optical switches being coupled to the optical transmitter 
(protection switches FROM NETWORK ELEMENT in Figures), another one of the optical 
switches being coupled to the optical receiver (protection switches TO NETWORK ELEMENT in 
Figures), 

wherein the optical switches are configured to operate selectively under a normal 
operating condition and under a failure condition, the transponders using a first wavelength (Ai 
in Fig. 10) on the first optical carrier (ring 101 in Fig. 10) and a second wavelength (A3 in Fig. 10) 
that is different from the first wavelength on the second optical carrier (ring 102 in Fig. 10) 
during the normal condition, the transponders using the first wavelength (Ai in Fig. 10) on the 
second optical carrier (ring 102 in Fig. 10) and the second wavelength (A3 in Fig. 10) on the first 
optical carrier (ring 101 in Fig. 10) during the failure condition. 

Regarding claim 14, Shiragaki et al. in view of Cadeddu et al., further in view of 
Karasan et al., discloses: 

The node according to claim 13, wherein the plurality of transmitting transponders 

include 

a first transmitting transponder (transmitting transponder of Karasan et al. for Ai 
working optical path of Shiragaki et al. in col. 13, lines 30-32) optically coupled to the first 
optical carrier (ring 101 in col. 13, line 31) and configured to modulate a signal at the first 
wavelength (Al in col. 13, line 31), 
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a second transmitting transponder (transmitting transponder of Karasan et al. for X3 
protection optical path of Shiragaki et al. in col. 13, lines 33-35) optically coupled to the first 
optical carrier (ring 101 in col. 13, line 34) and configured to modulate a signal at a second 
wavelength (A3 in col 13, line 34), and 

a third transmitting transponder (transmitting transponder of Karasan et al. for Xi 
protection optical path of Shiragaki et al. in col. 13, lines 33-35) optically coupled to a second 
optical carrier (ring 102 in col. 13, line 35) and configured to modulate a signal at the first 
wavelength (Xi in col. 13, line 35), 

the plurality of receiving transponders including 

a first receiving transponder (receiving transponder of Karasan et al. for Xi protection 
optical path of Shiragaki et al. in col. 13, lines 33-35) optically coupled to the second optical 
carrier (ring 102 in col. 13, line 35) and configured to demodulate a signal having the first 
wavelength (Xi in col. 13, line 35), 

a second receiving transponder (receiving transponder of Karasan et al. for X3 working 
optical path of Shiragaki et al. in col. 13, lines 30-32) optically coupled to the second optical 
carrier (ring 102 in col. 13, line 32) and configured to demodulate a signal having the second 
wavelength (X3 in col. 13, line 32), 

a third receiving transponder (receiving transponder of Karasan et al. for X3 protection 
optical path of Shiragaki et al. in col. 13, lines 33-35) optically coupled to the first optical carrier 
(ring 101 in col. 13, line 34) and configured to demodulate a signal having the second wavelength 
(X3 in col. 13, line 34), 

Shiragaki et al. in view of Cadeddu et al., further in view of Karasan et al., does not 
expressly disclose: 

wherein, under the normal condition, the optical switches are configured to connect the 
optical transmitter to the first transmitting transponder or to the third transmitting 
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transponder, to connect the first receiving transponder to the third transmitting transponder, to 
connect the second receiving transponder to the optical receiver, and to connect the third 
receiving transponder to the optical receiver or to the second transmitting transponder. 

However, at the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to configure the optical switches to connect the optical transmitter to the 
first transmitting transponder or to the third transmitting transponder. One of ordinary skill in 
the art would have been motivated to do this since the first transmitting transponder is coupled 
to the Xi working path and the third transmitting transponder is coupled to the corresponding Xi 
protection path. Thus, the optical transmitter has a corresponding working/protection pair of 
paths, providing fault recovery. 

Also, at the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to connect the first receiving transponder to the third transmitting 
transponder. One of ordinary skill in the art would have been motivated to do this since these 
transponders are coupled to the same Xi protection path; signals on the protection path are 
passed under the normal condition (bottom of Fig. 9). 

Additionally, at the time the invention was made, it would have been obvious to a person 
of ordinary skill in the art to connect the second receiving transponder to the optical receiver. 
One of ordinary skill in the art would have been motivated to do this since the second receiving 
transponder is coupled to the X3 working path; optical receivers normally receive signals on 
working paths under the normal condition (bottom of Fig. 9). 

Finally, at the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to connect the third receiving transponder to the optical receiver or to 
the second transmitting transponder. One of ordinary skill in the art would have been 
motivated to do this since the third receiving transponder is coupled to the X3 protection path 
and the second transmitting transponder is coupled to the corresponding X3 protection path. 
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Thus, the optical receiver has a corresponding working/protection pair of paths (second and 
third receiving transponders), providing fault recovery, and these transponders (third receiving 
transponder and second transmitting transponder) are coupled to the same A3 protection path; 
signals on the protection path are passed under the normal condition. 

Regarding claim 15, Shiragaki et al. in view of Cadeddu et al., further in view of 
Karasan et al., discloses: 

The node according to claim 14, further comprising: 

another optical transmitter (Cadeddu et al., transmitters 14B and 15A in Figs. 3-6) 
configured to generate an optical signal that includes information to be transmitted in the 
network; and 

another optical receiver (Cadeddu et al., receivers 14A and 15B in Figs. 3-6) configured to 
receive an optical signal that includes information that has been transmitted in the network, 

wherein the plurality of transmitting transponders includes 

a fourth transmitting transponder (transmitting transponder of Karasan et al. for 
A3 working optical path of Shiragaki et al. in col. 13, lines 30-32) optically 
coupled to the second optical carrier (ring 102 in col. 13, line 32) and configured 
to modulate a signal at the second wavelength (A3 in col. 13, line 32), 

the plurality of receiving transponders including 

a fourth receiving transponder (receiving transponder of Karasan et al. for Al 
working optical path of Shiragaki et al. in col. 13, lines 30-32) optically coupled to 
the first optical carrier (ring 101 in col. 13, line 31) and configured to demodulate 
a signal having the first wavelength (Al in col. 13, line 31). 

Shiragaki et al. in view of Cadeddu et al., further in view of Karasan et al., does not 
expressly disclose: 
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during normal condition, the optical switches being configured to connect the first 
receiving transponder to the third transmitting transponder or to the other receiver, to connect 
the fourth receiving transponder to the other receiver, and to connect the other optical 
transmitter to the second transmitting transponder or to the fourth transmitting transponder. 

However, at the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to configure the optical switches to connect the first receiving 
transponder to the third transmitting transponder or to the other receiver. One of ordinary skill 
in the art would have been motivated to do this since the first receiving transponder is already 
connected to the third transmitting transponder (see treatment of claim 14 above) and since the 
other receiver would provide a means for the node to interface with signals received by the first 
receiving transponder on the Ai protection optical path (Shiragaki et al. in col. 13, lines 33-35)- 

Also, at the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to connect the fourth receiving transponder to the other receiver. One of 
ordinary skill in the art would have been motivated to do this since the fourth receiving 
transponder is coupled to the Ai working path; optical receivers normally receive signals on 
working paths under the normal condition (top of Fig. 9) 

Additionally, at the time the invention was made, it would have been obvious to a person 
of ordinary skill in the art to connect the other optical transmitter to the second transmitting 
transponder or to the fourth transmitting transponder. One of ordinary skill in the art would 
have been motivated to do this since the second transmitting transponder is coupled to the A3 
protection path and the fourth transmitting transponder is coupled to the corresponding A3 
working path. Thus, the other optical transmitter has a corresponding working/protection pair 
of paths, providing fault recovery. 

Regarding claim 15, Shiragaki et al. in view of Cadeddu et al., further in view of 
Karasan et al., discloses: 
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The node according to claim 14, wherein the first wavelength and the second wavelength 
{Xi and A3 in col. 13, lines 30-35) are selected from a set of transmission wavelengths (Xi- X4 in 
col. 13, lines 30-35), the node further comprising: 

a plurality of optical add/drop multiplexers (ADMs in Fig. 9) configured to optically 
couple the transmitting transponders and the receiving transponders to the first optical carrier 
(ring 101 in Fig. 10) and the second optical carrier (ring 102 in Fig. 10) to feed and extract a 
subset of wavelengths from the optical carriers, and to bypass remaining wavelengths (X2 and X4 
in Fig. 10) of the set of transmission wavelengths. 

Regarding claims 17 and 19-21, Shiragaki et al. in view of Cadeddu et al., further in 
view of Karasan et al., does not expressly disclose: 

the optical switches including: 

- 2x2 switches and discrete switching components; 
an integrated switching matrix; or 

- at least one of opto-mechanical switches, thermo-optical switches, magneto-optical 
switches, liquid crystal switches, semiconductor switches, electro-optical switches, 
micro-mechanical switches, and lithium niobate integrated circuit switches. 

However, all these various switch configurations are well known and conventional in the 
art. At the time the invention was made, it would have been obvious to a person of ordinary skill 
in the art to have the optical switches of Shiragaki et al. in view of Cadeddu et al., further in view 
of Karasan et al., include one of these various switch configurations from this broad range of 
choices. One of ordinary skill in the art would have been motivated to do this to provide design 
flexibility, thus enabling one skilled in the art to make and use the node of Shiragaki et al. in 
view of Cadeddu et al., further in view of Karasan et al., according to one's constraints in costs, 
space, and time. 
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Regarding claim 18, Shiragaki et al. in view of Cadeddu et al., further in view of 
Karasan et al., discloses: 

The node according to claim 14, wherein the optical switches include 1 x2 and 2x 1 
switches (switches in Figures). 

Double Patenting 

14. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 
686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
i970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 373(b). 

15. Claims 1-21 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-6, 14-15? 18-22, 25-27, 
and 29-33 of copending Application No. 09/750,311. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the instant invention is an 
obvious variation of the invention defined in the claims of the copending application. 

Regarding claims 1-12, claims 1, 2, 3, 4, 5, 6, 7, 8, 9, 10, n, and 12 of the instant 
application are claims that correspond closely to claims 1, 2, 4, 5, 6, 14, 15, 18, 19, 20, 21, and 22 
of the copending application, respectively. The "system" and "ring network" and "method" in 
the claims of the instant application correspond to the "ring network" and the "method" in the 
claims of the copending application. The notable difference between claims 1-12 of the instant 
application and claims 1-2, 4-6, 14-15, and 18-22 of the copending application is the presence of 
extra limitations (copending application, claims 1, 3, and 14) in the claims of the copending 
application; that is, these extra limitations are absent from the claims of the instant application. 
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Additional differences between claims 1-12 of the instant application and claims 1-2, 4-6, 14-15, 
and 18-22 of the copending application are minor variations in the claim language; the main 
limitations are the same. Thus, claims 1-12 of the instant application define a broader version of 
the invention defined in claims 1-2, 4-6, 14-15, and 18-22 of the copending application. 

Regarding claim 13 of the instant application, consider claim 6 of the copending 
application. The notable difference between the conflicting claims is the presence of the 
following limitations in claim 13 of the instant application; that is, the following limitations are 
absent from claim 6 of the copending application: 

a plurality of optical switches, 

wherein the optical switches are configured to operate selectively under a normal 
operating condition and under a failure condition, the transponders using a first wavelength on 
the first optical carrier and a second wavelength that is different from the first wavelength on 
the second optical carrier during the normal condition, the transponders using the first 
wavelength on the second optical carrier and the second wavelength on the first optical carrier 
during the failure condition. 

However, claim 6 of the copending application discloses a "reconfigurable optical switch 
unit" (copending application, via parent claim 3) that corresponds to the plurality of optical 
switches. A switch unit comprising a plurality of optical switches is well known and 
conventional in the art. At the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to have the switch unit of the copending application comprise 
a plurality of optical switches. One of ordinary skill in the art would have been motivated to do 
this since it is generally easier to construct, maintain, and repair a complex switch unit that 
comprises a plurality of optical switches than a complex switch unit that comprises a single 
monolithic switch structure. 
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Additionally, at the time the invention was made, it would have been obvious to a person 
of ordinary skill in the art to configure the optical switches to operate selectively under a normal 
operating condition and under a failure condition. One of ordinary skill in the art would have 
been motivated to do this since the network of the copending application configures the nodes 
under a normal operating condition and under a failure condition by switching transmissions 
from a working path to a protection path (copending application, via parent claim 1); the optical 
switches are obvious candidate components to perform such switching. 

Finally, claim 6 of the copending application discloses using a first wavelength on the 
first optical carrier and a second wavelength that is different from the first wavelength on the 
second optical carrier during the normal condition (copending application, via parent claim 1) 
and using the first wavelength on the second optical carrier and the second wavelength on the 
first optical carrier during the failure condition (copending application, via parent claim 1). 
Claim 6 of the copending application also discloses transponders (copending application, claim 
6). At the time the invention was made, it would have been obvious to a person of ordinary skill 
in the art to have the transponders perform these uses of the first and second wavelengths on 
the first and second optical carriers. One of ordinary skill in the art would have been motivated 
to do this since these transponders are optically coupled to said first and second carrier and are 
adapted to change the signals' wavelengths (copending application, claim 6). 

Summarily, claim 13 of the instant application includes limitations absent in claim 6 of 
the copending application; claim 13 of the instant application defines a narrower, yet obvious, 
version of the invention defined in claim 6 of the copending application. 

Regarding claims 14-21, claims 14, 15, 16, 17, 18, 19, 20, and 21 of the instant 
application are node claims that correspond closely to node claims 25, 26, 27, 29, 30, 31, 32, and 
33 of the copending application, respectively. The notable difference between claims 14-21 of 
the instant application and claims 25-27 and 29-33 of the copending application is the presence 
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of extra limitations (instant application, via parent claim 13) in the claims of the instant 
application; that is, these extra limitations are absent from the claims of the copending 
application. However, claim 13 of the instant application defines a narrower, yet obvious, 
version of the invention defined in claim 6 of the copending application (see treatment of claim 
13 above). 

Additionally, claims 14-21 of the instant application are a set of claims that corresponds 
to various coherent combinations of the limitations in claims 6, 25-27, and 29-33 of the 
copending application. The copending application coherently teaches the limitations in claims 
6, 25-27, and 29-33. That is, the limitations in claims 6, 25-27, and 29-33 are not divergently 
taught in the copending application. Therefore, the recited means and steps in various coherent 
combinations of the limitations in claims 6, 25-27, and 29-33 of the copending application read 
on the corresponding means and steps in claims 14-21. 

Thus, claims 14-21 of the instant application define a narrower, yet obvious, version of 
the invention defined in various coherent combinations of the limitations in claims 6, 25-27 and 
29-33 of the copending application. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Response to Arguments 
16. Applicant's arguments filed 14 August 2003 have been fully considered but they are not 
persuasive. Applicant presents arguments regarding the rejections under 35 U.S.C. 112, 102, 
103, and double patenting. 

Regarding the rejection of claim 14 under 35 U.S.C. 112, Applicant points to 
Figures 2, 3, and the corresponding description to support the current version of claim 14 (Paper 
No. 8, page 15, 1 st full paragraph). However, upon further review of the limitations, Examiner 
respectfully maintains the standing rejection. The current version of claim 14 would entail three 
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receiving transponders optically coupled to the first optical carrier in dependent claim 15, a 
limitation that is not supported by Figure 2, 3, or the specification. The suggested amendments 
provide a version of claim 14 that addresses this enablement issue. Additionally, the current 
version of the specification (Paper No. 8, page 2, replacement paragraph for page 12 of 
application) reflects these suggested amendments. Moreover, the specification (application, 
page 15, lines 2-3, pages 23-24) describes Figure 3 as operating under normal conditions. Under 
normal conditions, Figure 3 and the specification disclose a particular set of connections. 
However, the current version of claim 14 discloses a set of connections that not only includes 
said particular set of connections but also includes extra connections made under failure 
conditions. 

Regarding the rejection of claim 15 under 35 U.S.C. 112, Applicant points to 
Figures 3 and the corresponding description to support the current version of claim 15 (Paper 
No. 8, page 15, 2 nd full paragraph). However, upon further review of the limitations, Examiner 
respectfully maintains the standing rejection. The specification (application, page 15, lines 2-3, 
pages 23-24) describes Figure 3 as operating under normal conditions. Under normal 
conditions, Figure 3 and the specification disclose a particular set of connections. However, the 
current version of claim 15 discloses a set of connections that not only includes said particular 
set of connections but also includes extra connections made under failure conditions. 

Regarding the rejections under 35 U.S.C. 102, Applicant presents an argument 
against Cadeddu et al. In response to Applicant's argument that the references fail to show 
certain features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the complexity of the node-switching structure of the claimed architecture, external 
switching operations, the switching of the single channel, the substantially unchanged 
multiplexed optical flux conditions) are not recited in the rejected claim(s). Although the claims 
are interpreted in light of the specification, limitations from the specification are not read into 
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the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). Accordingly, 
Examiner maintains the standing rejections under Cadeddu et al. 

Additionally, Applicant does not present an argument against the 102 rejections under 
Shiragaki et al. Accordingly, Examiner maintains the standing rejections under Shiragaki et al. 

Regarding the rejections under 35 U.S.C. 103, Applicant asserts that three criteria 
for establishing a case of obviousness have not been met: suggestion or motivation to combine 
the references, reasonable expectation of success, and the teaching or suggestion of all the claim 
limitations by the prior art combination of references (Paper No. 8, page 18, last paragraph - 
page 19, first paragraph). 

Regarding suggestion or motivation to combine, Examiner recognizes that obviousness 
can only be established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so found either 
in the references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, there are two combinations: Shiragaki 
et al. combined with Cadeddu et al. and Shiragaki et al. in view of Cadeddu et al. combined with 
Karasan et al. The motivation for modifying Shiragaki et al. by incorporating transmitters and 
receivers, as taught in Cadeddu et al., is that transmitters and receivers are inherently necessary 
to generate and process optical signals in the nodes of Shiragaki et al. in view of Cadeddu et al. 
(see treatment of claim 3 under 103 above). The motivation for modifying Shiragaki et al. in 
view of Cadeddu et al. by incorporating transponders, as taught in Karasan et al., is to provide 
benefits of transponders that "arrest accumulating performance-degradations; provide the open, 
nonproprietary interfaces that permit multivendor interworking; and offer a means of carrying 
out the performance-monitoring and fault-localization that are essential in deployed networks" 
(Karasan et al., page 1343, col. 2, last paragraph - page 1344> col. 1, 1 st paragraph) (see 
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treatment of claim 5 under 103 above). Thus, Applicant's point about the first criterion is not 
persuasive. 

Regarding reasonable expectation of success, Examiner notes that a case of prima facie 

obviousness has been made. The burden falls to the Applicant to rebut this case with objective 

evidence of non-obviousness. Mere argument does not overcome the prima facie case of 

obviousness. In particular, Applicant presents the following as objective evidence: 

"For example, there is no showing by the Examiner that the teachings of Cadeddu and 
any of the other references would be able to provide one pair of nodes being configured 
to exchange optical signals using the first wavelength on the second optical carrier and 
the second wavelength on the first optical carrier during a failure condition" (Paper No. 
8, page 20, 1 st full paragraph). 

Examiner respectfully disagrees. The standing 102 rejections already address this assertion (see 
treatment of claim 1 under Cadeddu et al. and treatment of claim 1 under Shiragaki et al. above). 
Thus, Applicant's point about the second criterion is not persuasive. 

Regarding the teaching or suggestion of all the claim limitations by the prior art 
combination of references, Examiner notes that a case of prima facie obviousness has been 
made. The burden falls to the Applicant to rebut this case with objective evidence of non- 
obviousness. Mere argument does not overcome the prima facie case of obviousness. In 
particular, Applicant presents the following as objective evidence: 

"For example, Independent Claims 1 and 6 recite, in general, one pair of nodes being 
configured to exchange optical signals using the first wavelength on the second optical 
carrier and the second wavelength on the first optical carrier during a failure condition. 
In contrast to these teachings, no reference (alone or in combination) offers any 
disclosure that is relevant to such subject matter and, thus, to the patentability of 
Independent Claims 1, 6, and 13. 

Examiner respectfully disagrees. The standing 102 rejections already address this assertion (see 

treatment of claim 1 under Cadeddu et al. and treatment of claim 1 under Shiragaki et al. above). 

Thus, Applicant's point about the third criterion is not persuasive. 
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Accordingly, Applicant's argument that three criteria for establishing a case of 
obviousness have not been met is not persuasive. Thus, Examiner respectfully maintains the 
standing rejections. 

Regarding the rejections under double patenting, Applicant stands prepared to 
submit a terminal disclaimer (Paper No. 8, page 21, 1 st full paragraph) and also requests the 
withdrawal of these rejections. The burden falls to the Applicant to adequately point out how 
the claims in the copending application is distinguishable from the pending claims in this 
instant application with objective evidence. Applicant does not provide such evidence. Thus, 
Examiner respectfully maintains the standing rejections. 



17. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David S. Kim whose telephone number is 703-305-6457. The 
examiner can normally be reached on Mon.-Fri. 9 AM to 5 PM (EST). 



Conclusion 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan can be reached on 703-305-4729. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-4750. 



DSK 




